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The Status of Claims 

Claims 1-19 are pending. 

Claims 1-17 are rejected. 

Claims 18-19 are withdrawn from consideration. 

DETAILED ACTION 

1 . Claims 1 -1 7 are under consideration in this Office Action. 

Priority 

2. It is noted that this application is a 371 of PCT/JP04/1 2843(09/03/2004), which 
has a foreign priority document, Japan 2003-311121 (09/03/2003). 

Drawings 

3. None. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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In claims 1-2,5-6,9-17, the phrases " a general formula" and " a derivative 
thereof are recited. These are vague and indefinite because the specification does not 
elaborate what is meant by each of the terms " general formula" and " a derivative". 

Therefore, an appropriate correction is required. 

In claims 2 and 6, the phrase " consists essentially of a carboxylic acid 
represented by the general formula (2) or a derivative thereof " is recited. This is 
vague and indefinite because the expression of "or " in the Markush group is not close 
ended, but it is open ended. Therefore, an appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-17 are rejected under 35 U.S.C. 102(b) as being anticipated clearly by 
Yasunori et al (JP 1 1-305444). 



Yasunori et al discloses the following paragraph(see col. 12 , paragraph #0050): 
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r example 4 (composition of 5-norbornene 2,3-dicari 

add:) 

The 5-norbornene 2,3-djcarboxyfc anhydride 165g, lOOg of ethanoL and the 
30% sodium hydroxide solution 400g were prepared, and if stirred af 70 A " for 8 
hours. Then, chloride was dropped unfil it added lOOg of toluene fo the reaction 
mass, and it extracted, and pH became 2.0 continuously in the water layer. The 

r ^ 1 as filtered and i ised dried and 5-norbornene 2,3- 
dicarboxylic acid was obtained with 50% of yield, [0051 ]The synthetic example 5 
(composition of 5-norbornene 2,3-dinethyi dicarboxylate) 
The 5-norbornene 2,3-dicarboxylic acid 30g obtained by the method of the 
synthetic example 4 was dissolved in the methanol 50g, the sodium hydroxide 
solution 50g was added there 50%.. and 83 g of dimethyl sulfates were dropped 
at 20**. Then, 5-norbornene 2,3-dtmethyl dicarboxylate was obtained with 95% 
of yield by steing at a room temperature for 12 hours, and toiuene/water 
extracting a reaction mass, and condensing an organic layer. 

This is identical with the claims. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Taylor Victor Oh whose telephone number is 571-272- 
0689. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janet Andres can be reached on 571-272-0867. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Taylor Victor Oh/ 

Primary Examiner, Art Unit 1625 
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